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DETAILED ACTION 

Election/Restrictions 

Claims 25-27 remain withdrawn from further consideration pursuant to 37 CFR 
1.142(b) as being drawn to a nonelected species, there being no allowable generic or 
linking claim. Election was made without traverse in the reply filed on 7/8/05. 

Drawings 

The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the removable 
element, flexible member/hollow tube, spring, and filter must be shown or the feature(s) 
canceled from the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
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application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1 .121 (d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Claim Objections 

Claim 23 objected to because of the following informalities: in the last line, "said 
maintaining water pressure" apparently should be "said water pressure". Appropriate 
correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 12, 30-33, and 36 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to enable one skilled in 
the art to which it pertains, or with which it is most nearly connected, to make and/or use 
the invention. 

Claim 12 is directed to a removable element positioned to retain the button in the 
lower position when assembling the top cover. However, this feature is not shown in 
the drawings and the specification does not make it clear how the flexible tube and 
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spring are intended to function. If the removable element retains the button in position 
while assembling the top cover, it is unclear how the element would be removed when 
the top cover is in place. Such an element would apparently continuously press the 
button, never allowing the diaphragm to close the valved passage. 

Claims 30-33 and 36 are directed to a flexible tube/spring arrangement between 
the vent/bleed passage and the pilot chamber cap and having a stationary seal. 
However, these features are not shown in the drawings and the specification does not 
make it clear how the flexible tube and spring are intended to function. If the tube 
communicates the bleed passage with the relief passage as implied in the specification, 
the pilot chamber would apparently never fill with water and the diaphragm would never 
close the valved passage. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 16 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 16 recites "said passage" in line 3. However, it is unclear whether this 
recitation is intended to refer back to the "centrally located passage" or the "relief 
passage" of claim 15. 



Claim Rejections - 35 USC § 102 
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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 23, 24, 28, 29(23), 29(24), 34(23), 34(24) are rejected under 35 
U.S.C. 102(b) as being anticipated by U.S. P.N. 5125621 (Parsons). 

Regarding claim 23, the Parsons reference discloses a an automatic toilet flush 
valve (Fig. 4) comprising a valve body having an inlet (pipe facing left on Fig. 4) and an 
outlet (pipe facing down in Fig. 4), a valve assembly which opens and closes water flow 
from the inlet to the outlet (the unlabelled diaphragm/piston), an actuator 58, an 
electronic system 110 which provides actuation/drive signals (see Fig. 5 and col. 6, lines 
56-66), a pressure cap 68, a pilot chamber 26, a relief passage 96, and a cover 14 
which houses the electronic system and is removable while maintaining pressure inside 
the pressure cap to enable replacement of the electronic system. Regarding claim 28, 
the cover includes a main cover body 54, a top cover 14, and a front cover (the cover 
portion that includes sensor window 64). Regarding claim 29(23), the valve assembly is 
a flexible diaphragm as discussed supra which further has a bleed passage in the 
diaphragm (see the unlabelled bleed passage in the left side of diaphragm in Fig. 4). 
Regarding claim 34(23), the actuator is apparently "isolated" in that there are no other 
elements to its immediate left and right in Fig. 4. 

Regarding claim 24, the Parsons reference discloses a an automatic toilet flush 
valve (Fig. 4) comprising a valve body having an inlet (pipe facing left on Fig. 4) and an 
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outlet (pipe facing down in Fig. 4), a valve assembly which opens and closes water flow 
from the inlet to the outlet (the unlabelled diaphragm/piston), an actuator 58, an 
electronic system 1 1 0 which provides actuation/drive signals (see Fig. 5 and col. 6, lines 
56-66), a pressure cap 68, a pilot chamber 26, a relief passage 96, a sensor 62 which 
detects a user and provides control signals (see col. 6, lines 41-55) and a cover (the 
element which includes the sensor window 64) which houses the electronic system and 
enables sensitivity adjustment of the sensor without removal of the cover (end cap 14 is 
removable while keeping the cover in place to provide full access to the control system 
and sensor, see Fig. 4). Regarding claim 29(24), the valve assembly is a flexible 
diaphragm as discussed supra which further has a bleed passage in the diaphragm 
(see the unlabelled bleed passage in the left side of diaphragm in Fig. 4). Regarding 
claim 34(24), the actuator is apparently "isolated" in that there are no other elements to 
its immediate left and right in Fig. 4. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 35(23) and 35(24) are rejected under 35 U.S.C. 103(a) as being 



unpatentable over U. S.P.N. 5125621 (Parsons) in view of U.S. P.N. 4989277 (Tsutsui). 
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The Parsons reference discloses a flush valve as discussed supra, but does not 
include a filter in the valve assembly for filtering water passing toward the actuator. 
However, the Tsutsui reference discloses a flush valve including a filter 346 in the valve 
assembly for filtering water passing toward the actuator for reducing contaminants in the 
system. It would have been obvious to employ a filter for filtering water passing toward 
the actuator in the valve assembly of the Parsons valve in view of Tsutsui for reducing 
contaminants in the system. 

Claims 1, 3, 13(1), 14(1), 15(1), and 16(1) are rejected under 35 U.S.C. 103(a) 
as being unpatentable over U.S. P.N. 5125621 (Parsons) in view of U. S.P.N. 6000674 
(Cheng). 

Regarding claim 1, the Parsons reference discloses an automatic toilet flush 
valve (Fig. 4) comprising a valve body having an inlet (pipe facing left on Fig. 4), an 
outlet (pipe facing down in Fig. 4), and a valve seat (seat which the unlabelled 
diaphragm/piston seats onto), a valve member (the unlabelled diaphragm/piston) 
controlled by water pressure in a pilot chamber 26, an electronic control module having 
a sensor 62 and a battery 104, an actuator 58, and an external cover comprising parts 
14 and 54 which are separately removable, but does not disclose that the control 
module is removably attachable and includes a housing of plastic. Regarding the 
removable attachability of the control module, it would have been obvious to make the 
control module to be removably attachable (if not already) for convenient servicing of 
the control module. Regarding the control module having a housing, the Cheng 
reference discloses a similar valve wherein the control module includes a housing for 
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the sensor A and housing B (see Fig. 1) for convenient packaging of the sensor and 
battery. It would have been obvious to employ a housing in the control module of the 
Parsons valve in view of Cheng for convenient packaging of the sensor and battery. 
Regarding the material of the housing, it would have been obvious to make the module 
housing of plastic (if not already), since it has been held to be within the general skill of 
a worker in the art to select a known material on the basis of its suitability for the 
intended use as a matter of obvious design choice. In Re Leshin, 125 USPQ 416. 
Regarding claim 3, the cover part 54 can be construed as the main cover body, cover 
part 14 can be construed as the top cover, and the cover part having sensor window 64 
can be construed as the front cover. Regarding claims 13(1 ) and 14(1 ), the valve 
member can reasonably be construed as a diaphragm or a piston. Regarding claim 
15(1), the Parsons valve further includes centrally located passage 93, a relief passage 
96, and a pressure cap 68. Regarding claim 16(1), the Parsons valve further includes a 
bypass orifice in the diaphragm (see the unlabelled bypass orifice in the left side of 
diaphragm in Fig. 4). 

Claims 2, 4, 5, 8, 9, 11, 13(2), 14(2), 15(2), and 16(2) are rejected under 35 
U.S.C. 103(a) as being unpatentable over U. S.P.N. 5125621 (Parsons) in view of 
U.S. P.N. 6000674 (Cheng) as applied to claim 1 above, and further in view of U.S. P.N. 
6499152 (Johnson). 

Regarding claim 2, the modified Parsons device is a flush valve as discussed 
supra, and furthermore cover part 14 can be construed as a "main cover body" which is 
clearly removable to enable servicing and replacement of the control module while 
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maintaining water pressure in the pilot chamber, however there is not also a "top cover" 
removable while maintaining water pressure in the pilot chamber. However, the 
Johnson reference discloses a similar flush valve which allows for both manual and 
automatic flushing in case of sensor malfunction, the manual flushing arrangement 
including a removable escutcheonAop cover" 266 for enclosing a manual flush button 
38 and which is removable while maintaining water pressure in the pilot chamber. It 
would have been obvious to modify the modified Parsons flush valve to have a manual 
flushing arrangement including a top cover for enclosing a manual flush button and 
which is separately removable while maintaining water pressure in the pilot chamber in 
view of Johnson to allow for manual flushing in case of sensor malfunction. Regarding 
claim 4, although it is unclear whether the main cover body 14 adds overall rigidity to 
the external cover, it would have been obvious to design the main cover body to add 
overall rigidity to the external cover to improve the reliability of the cover. Regarding 
claim 5, the cover part having sensor window 64 can be construed as the front cover. 
Regarding claim 8, the top cover of the modified Parsons valve includes a side surface 
to enable a user to remove the top cover (see Johnson Fig. 16). Regarding claim 9, 
when the button is reasonably construed as part of the top cover, it is attached via 
screw 272. Regarding claim 1 1 , the manual flushing arrangement of the modified 
Parsons flush valve includes a button as discussed supra. Regarding claims 13(2) and 
14(2), the valve member can reasonably be construed as a diaphragm or a piston. 
Regarding claim 15(2), the Parsons valve further includes centrally located passage 93, 
a relief passage 96, and a pressure cap 72. Regarding claim 16(2), the Parsons valve 
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further includes a bypass orifice in the diaphragm (see the unlabelled bypass orifice in 
the left side of diaphragm in Fig. 4). 

Claims 6 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S.P.N. 5125621 (Parsons) in view of U. S.P.N. 6000674 (Cheng) and U.S. P.N. 
6499152 (Johnson) as applied to claim 5 above, and further in view of U.S.P.N. 
6243885 (Lopez-Torres). 

Regarding claim 6, the modified Parsons device is a flush valve as discussed 
supra, the sensor window further an "optical window" as light can pass through it, but 
the sensor is not an optical sensor. Instead, an ultrasonic sensor is disclosed (see 
Parsons col. 5, lines 15-17). However, the Lopez-Torres reference discloses a similar 
flush valve including an optical sensor (see col. 4, lines 28-30). It would have been 
obvious to substitute an optical sensor as taught by Lopez-Torres for the ultrasonic 
sensor of the modified Parsons device wherein so doing would amount to mere 
substitution of one type of functionally equivalent sensor for another in the art and the 
use of any of these sensors would work equally well in the modified Parsons device. 
Regarding claim 7, the sensor is accessible for adjustment via removal of cover part 14, 
so doing having no affect on the optical window. 

Allowable Subject Matter 

Claim 10 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 
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Response to Arguments 

Applicant's arguments with respect to claims 23, 24, 28, 29, and 34 have been 
fully considered but they are not persuasive. Applicant argues that when the upper 
housing 14 is removed, the control module cannot be removed. However, this feature is 
not required in the claims (and does not appear to be the case for applicant's upper 
housing 150 either). Applicant further argues that when the entire cover is removed, 
water can flow. This feature is also not required in these claims. Applicant further 
argues that "nut 54" cannot be construed as a main cover body. The Examiner 
disagrees; it is the Examiner's position that the term "main cover body" is broad enough 
that the locking element 54 which partially covers the valve body can be construed as 
the "main cover body". Applicant further argues that the cover is designed to allow 
adjustment of the sensor while maintaining the window. It is the Examiner's position 
that the upper housing 14 provides this feature. 

Applicant's arguments with respect to the remaining rejected claims have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peter T. deVore whose telephone number is (571) 272- 
4884. The examiner can normally be reached on Monday to Friday. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Justine Yu can be reached on (571 ) 272-4835. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 





